REMARKS 

It is not clear from the Office Action that the Office has considered on the merits the 
Preliminary Amendment filed on November 23, 2004. The Preliminary Amendment was 
received in the USPTO mailroom on November 26, 2004. A review of the PAIR database shows 
that a copy of the Preliminary Amendment is in the Office's file. 

Claims 23-25, 29, and 52 were canceled in the earlier Preliminary Amendment. Claims 
13, 15-17, 23-25, 29, 35, 36, 38, 48 and 52 have been canceled herein. Such cancellation is 
without prejudice on the merits to further prosecution of these claims in one or more continuing 
applications. 

Claims 10, 49, and 54 have been amended herein to address the Office's objection to the 
drawings. The amended claim language is clearly supported by Figs. 1 and 4 as originally filed. 
Claim 47 has been amended to note that the sensor detects the magnet's magnetic flux lines. No 
new matter is added. 

Claims 1, 14, 18, 34, 37, 39, and 41 have been amended herein to address various minor 
discrepancies or inconsistencies in the claim language. 

Claims 1-12, 14, 18-22, 26-28, 30-34, 37, 39-47, 49-51, and 53-66 remain in the 
application. Claims 19-33 and 56-66 currently stand withdrawn pursuant to the earlier restriction 
requirement, now made final. Therefore Claims 1-12, 14, 18, 34, 37, 39-47, 49-51, and 53-55 are 
now active in the application. Favorable reconsideration is respectfully requested. 

Objection to the Drawings: 

With respect to the objection to "two displays," Applicants have amended the wording of 
the relevant claims accordingly (or canceled the claims entirely) to obviate the need for 
additional drawings. 

With respect to the recitation of the word "oblique" in Claims 17 and 36, these two claims 
have been canceled. 

Withdrawal of the objection to the drawings is respectfully requested. 
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Objection to Claims 34, 47, and 48: 

The objections to Claims 34 and 47 have been addressed by appropriate amendment to 
the claims, made in accordance with the Examiner's suggestions. Claim 48 has been canceled. 
Withdrawal of the objection is respectfully requested. 

Rejection of Claims 10, 13, 14, 47-49, 54, and 55 Under 35 USC §112, First Paragraph 
(Written Description): 

As applied to Claims 13 and 48, this rejection has been rendered moot by cancellation of 
the claims. 

As applied to the remaining claims, this rejection is believed to have been overcome by 
appropriate amendment to the claims. Specifically, Claim 10 has been amended to recite that the 
"display" (not the sensor) is a "readable display." Claim 47 has been amended to recite that the 
sensor (which is recited in the base claim) "detects" the magnet's magnetic flux lines. Claim 54 
has been amended to recite that the "display" (which is recited in the base claim) comprises a 
readable LED display. 

Withdrawal of the rejection is respectfully requested. 

Rejection of Claims 1, 15-18, and 34-36 Under 35 USC §112, Second Paragraph: 

As applied to Claims 15-17, 35, and 36, this rejection has been rendered moot by 
cancellation of the claims. The cancellation of these claims is also believed to obviate this 
rejection as applied to Claims 1 and 34. 

Regarding Claim 18, this claim has been amended to depend directly from Claim 1 and to 
positively recite the drill sleeve in combination with the targeting device recited in Claim 1 . The 
drill sleeves are depicted in Fig. 1, reference numerals 47 and 48. See also the paragraph 
spanning pages 14 and 15 of the specification as filed. 

Withdrawal of the rejection is respectfully requested. 
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Rejection of Claims 1-6, 8-10, 13, 15, 16, and 18 Under 35 USC §102(e) Over Govari et al., 
U.S. Pub. Pat. App. 2005/0080427: 



Rejection of Claims 11, 12, 34, 35, and 37-53 Under 35 USC §103(a) Over Govari et al., U.S. 
Pub. Pat. App. 2005/0080427: 

Applicants respectfully submit that these to rejections are overcome by the attached Rule 
131 Declaration of all of the co-inventors, submitted herewith. 

The Declaration opens at paragraph 1 with all of the co-inventors stating that they are 
each co-inventors of all of the claims of the present application as originally filed and amended. 
All of the co-inventors are familiar with the subject patent application and the pending claims. 
At paragraph 2 of the Declaration, the co-inventors indicate that they are also familiar with the 
published patent application to Govari et al., U.S. Patent Application Publication US 
2005/0080427. The co-inventors go on to declare that the Govari et al. application was 
published on April 14, 2005, and claims priority to U.S. patent application Serial No. 
10/198,514, filed on July 18, 2002. 

At paragraph 3 of their Declaration, the co-inventors state that the present application 
claims priority to provisional patent application Serial No. 60/415,952, filed October 3, 2002. A 
true and complete copy of the provisional application is included as Exhibit A of the Declaration. 
The filing date of the provisional application (October 3, 2002) is less than one year after the 
earliest effective filing date of the Govari et al. published patent application (July 18, 2002). 

At paragraph 4 of the Declaration, the co-inventors affirmatively declare that all of the 
work described in their declaration was performed personally by them or at their direction and 
under their direct supervision. The co-inventors affirmatively declare that all of the work 
described in their Declaration was performed in the United States of America. The co-inventors 
further affirmatively declare that all of the work described in their declaration was performed, 
and the corresponding data generated, prior to July 18, 2002. The co-inventors also declare that 
the work described in their Declaration (and the evidence included as part of their Declaration) 
shows that they reduced to practice the invention recited in the now-pending claims of the 
present application prior to prior to July 1 8, 2002 (the earliest effective date of Govari et al.). 
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At paragraph 5 of their Declaration, the co-inventors state that prior to July 18, 2002 they 
jointly conceived the idea of a targeting device for detecting screw holes within an intramedullary 
nail. They then began to work on reducing the idea to practice. The inventors ultimately reduced 
to practice a device that included a magnet configured to be positioned within a longitudinal 
opening in an intramedullary nail. The magnet was configured to provide a directional field that 
could be tracked in three dimensions (i.e., in the x, y, and z planes). The device further included 
a positioning device to detected the location of the magnet within the intramedullary nail. Of 
particular note in paragraph 5 of the Declaration, the co-inventors memorialized their reduction 
to practice in an Intellectual Property Disclosure Report that was submitted to Virginia Tech 
University for evaluation. A true and complete copy of that Intellectual Property Disclosure 
Report is included as Exhibit B of the Declaration. The report was submitted by co-inventors 
David C. Szakelyhidi, Jr., Alex V. Cardinali, and Joel D. Stitzel, to Virginia Tech Intellectual 
Properties, Inc., which is the technology transfer corporation for Virginia Tech University. The 
report was submitted on behalf of all of the co-inventors. 

As noted in the sub-paragraphs to paragraph 5, the dates from Exhibit B have been 
redacted. The inventors have sworn under penalty of perjury, however, that the dates redacted 
from pages 4, 7, 8, 9, 10, and 1 1 of Exhibit B are on or earlier than July 18, 2002. page 4 of 
Exhibit B, under section 3, presents a brief time line of the conception and initial reduction to 
practice of the invention described in Exhibit B. The dates redacted from page 4 of Exhibit B are 
all prior to July 18, 2002. Note that the dates in a Rule 131 oath or declaration may be the actual 
dates or, if the Applicants do not desire to disclose the actual dates, they may merely allege that 
the acts referred to in the declaration occurred prior to a specified date. See MPEP §715.07(11), 
which explicitly authorizes this practice. 

Paragraphs 6-9 of the Declaration explicitly address the remainder of Exhibit B to the 
Declaration. Exhibit B explicitly describes, in great detail, a device to target and drill distal 
intramedullary nail (IMN) screw holes. In particular, paragraph 7 of the Declaration refers to a 
19-page attachment ("Attachment D") that is part of Exhibit B. "Attachment D" of Exhibit B 
includes a highly detailed description of the exact invention that is now claimed in the present 
patent application. Figure 4 of Attachment D (at page 7) is the same as Fig. 1 of the provisional 
application to which the present application claims priority and is substantially identical to Fig. 1 
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of the present non-provisional patent application. Figure 5 of Attachment D (at page 9) is the 
same as Figs. 3a and 3b of both the corresponding provisional application and Figs. 3a and 3b 
present non-provisional patent application. (Note that Figs 3a and 3b of the non-provisional 
application are stylized drawings, rather than photographs presented in Exhibit B and in the 
corresponding provisional application.) Figure 8 of Attachment D (at page 12) is identical to Fig. 
2 of the provisional application and substantially identical to Fig. 2 of the present non- 
provisional patent application. 

The Declaration is executed by all of the co-inventors and was made under penalty of 
perjury pursuant to Section 1001 of Title 18 of the United States Code. See paragraph 10 of the 
Declaration. 

In light of the evidence submitted in the Declaration, Applicants submit that they have 
established a date of conception and reduction to practice prior to the earliest effective date of the 
Govari et al. publication. Thus, Applicants respectfully submit that the two rejections (under 
§102 and §103) made in view of the Govari et al. publication have been overcome. Withdrawal 
of the two rejections is respectfully requested. 

CONCLUSION 

Applicants submit that the application is now in condition for allowance. Early 
notification of such action is earnestly solicited. 
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